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DETAILED ACTION 



Response to Amendment 



1 . This Office action is responsive to applicant's RESPONSE TO OFFICE ACTION, 
filed March 3, 2004. Claims 1-26 are pending. 



2. The indicated allowability of claims 10, 18 and 26 is withdrawn in view of the 
newly discovered reference(s) to Flannery (U.S. Patent 6,594,405). Rejections based 
on the newly cited reference(s) follow. 



3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claims 1-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent 5,103,490 (McMillin) in view of U.S. Patent 6,594,405 (Flannery). 

Regarding claims 1-9, McMillin teaches a data converting apparatus comprising: 
a data converting part converting a set of input data into a set of image data that can be 
processed by an image forming apparatus forming an image on a medium in 
accordance with the set of image data (column 5, lines 24-41; column 6, lines 25-37); 
and a superimposing part superimposing at least two sets of image data converted from 
at least two different sets of input data to generate a single set of superimposed image 
data, wherein the image forming apparatus forms an image on the medium based on 
the single set of superimposed image data (column 6, lines 38-56). The data converting 
apparatus further comprises a data sending part sending the single set of superimposed 



Allowable Subject Matter 
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image data to the image forming apparatus (column 6, lines 57-67); a form storing part 
selectively storing the set of image data converted from the set of input data as a 
predetermined form that is superimposed, wherein the form storing part comprises a 
registration part registering the set of image data as a predetermined form that is 
superimposed (column 5, lines 24-30); a form selecting part selecting one of at least 
one predetermined form stored by the form storing part (column 7, lines 18-21 ); a form 
changing part changing the predetermined form stored by the form storing part, and a 
store control part selectively storing the predetermined form changed by the form 
changing part, wherein the form changing part changes layout information of the 
predetermined form on the medium, which information the form storing part stores by 
associating with the predetermined form (column 10, lines 3-42); and a previewing part 
previewing the single set of superimposed image data generated by the superimposing 
part (column 6, lines 63-68). 

The superimposing part disclosed in McMillin does not superimpose the two 
different sets of input data in accordance with limitation information showing a limitation 
of use of at least one set of image data, as now recited in claim 1 , or storing the 
limitation information by associating with the predetermined form, as now recited in 
claim 3. Flannery, previously cited but not used in any prior rejection of claims, 
discloses a method and apparatus for combining foreground and background 
information on a preprinted form (read Abstract), wherein limitation information is used 
and stored in association with a predetermined form (parameters limiting paper size, 
number of pages in a form, may be stored for later retrieval (column 4, lines 20-28)). By 
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providing such information, a user can provide a composite image in a suitable manner 
in accordance with specific requirements regarding a size or number of pages, and thus 
it would have been obvious for one of ordinary skill in the art to provide a means or step 
of providing and storing limitation information, such as disclosed by Flannery, in the 
apparatus disclosed by McMillin. 

Claim 10 combines the limitations of above-rejected claims 1 and 3, and is thus 
similarly rejected. 

Claims 11-18 are method claims corresponding to above-rejected apparatus 
claims 1-10, respectively. The steps corresponding to the limitations recited in the 
apparatus claims are disclosed in the combined teaching of McMillin and Flannery, as 
set forth above. 

Claims 19-26 recite the steps of above-rejected method claims 11-17, 
respectively, as a program recorded on a computer-readable medium. Storage of a 
program for performing image processing step in general, while not taught by McMillin, 
is well known in the art, and it would have been obvious for one of ordinary skill in the 
art to provide a program for performing the steps taught by McMillin so that such steps 
may be performed by a computer, without requiring specific image processing hardware 
for performing each of the steps. 

Conclusion 

5. In view of new grounds for rejection not necessitated by amendment, this Office 
action is non-final. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas D. Lee whose telephone number is (703) 305- 
4870. The examiner can normally be reached on Monday-Friday (7:30-5:00), alternate 
Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on (703) 308-7452. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). ^ 
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